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IP PRIORITY  
under the Paris Convention  

organized by FICPI Sweden in co-operation with FICPI International 
Listen to, and interact with, invited experts from Europe, Australia and North America 

 
Claiming priority on the border of trademark and design 

The border between design and figurative trademarks is blurring. Protecting a figurative 
trademark as a design – and vice versa – requires a careful strategy to fulfil the novelty 
criteria of the design application. Also, how does the new regime of moving and three 
dimensional trademarks impinge on the assessment of novelty of a design and on the border 
between trademark and design protection? What is the best practice from a strategic point 
of view?  

 
Claiming priority on the border of design and patent 

Different requirements on the drawing in different jurisdictions make the priority claim for a 
design application more complex than expected. What exactly are those differences and 
how can they be handled?  

 
Claiming priority - patent 

What are the relevant priority challenges for the international patent applicants in 2019? 
What are the international takes on the issues of conflicting and suicidal priorities that has 
plagued the European patent applicants for the past decade? Many practitioners took a sigh 
of relief when the EPO seemed to solve the problem of conflicting priorities and suicidal 
divisional applications in Europe. Is the conflicting priorities issue still relevant in any 
jurisdiction? If so, where? And what do we need to consider to properly transfer the right to 
priority? 

 
 

FICPI SWEDEN is the Swedish part of FICPI which is an international organization, with members from more than 80 

countries. FICPI works for patent and trademark attorneys in the free profession, with issues relating to their daily work as 

well as IP law issues on a global scale.  

The membership in FICPI SWEDEN, which is prerequisite for membership in FICPI International, provides a global network 

of IP professionals, and a possibility to understand and participate in the development of IP law throughout the world.  

FICPI SWEDEN runs regular seminars in Sweden focusing on current issues and trends in IP. The seminars are open for all, 

but FICPI members enjoy a reduced registration fee. If you are interested in membership send an email to 

info@ficpisweden.se for more information. 

Venue:  

Westmanska Palatset,  

Holländargatan 17, Stockholm 

 

mailto:info@ficpisweden.se


                                                                                                    
 

 

 

General Information 

Date  

Thursday 28 March 2019, 09.30 – 17.00, followed by mingling with refreshments 
 

Venue 

Westmanska  Palatset, Holländargatan 17, Stockholm, Sweden (www.westmanska.se)  
 

Web-participation 

Unable to travel to Stockholm? Participation in the seminar through a live, web-based video 

conference, is provided upon request at registration.  
 

Hotels 

Please book a hotel room directly with the hotel. There are several hotels in the area Norrmalm, 

Stockholm, or by the Arlanda Express Railway station, such as Frey’s Hotel, Radisson Blue Royal Viking 

Hotel, Radisson Blue Waterfront Hotel. See e.g. www.booking.com (hotel). 
 

Registration 

Register by email to info@ficpisweden.se no later than March 21. Please indicate your name and 

invoice address, whether you are a FICPI member, and whether you wish to join the seminar via the 

web-based video conference (webinar). 
 

Price 

2,900 SEK (1,900 SEK for FICPI members), including lunch and mingling after the seminar when 
attending in person. Registration fee will be discounted by 50% when simultaneously registering 
attendants over 2 persons from the same employer. Registration fee is invoiced, payment within 10 
days. 
 

Membership in FICPI Sweden  
Anyone who applies for membership in FICPI Sweden (contact info@ficpisweden.se) will enjoy a 
reduced membership fee for two years and will enjoy the lower registration fee for this seminar. 
Please note that only IP professionals in private practice are eligible for FICPI membership.  

 

 
  

FICPI SWEDEN is the Swedish part of FICPI, an international 

organization gathering patent and trademark attorneys in 

the free profession worldwide. 

http://www.westmanska.se/
http://www.booking.com/
mailto:info@ficpisweden.se


                                                                                                    

 

Program 28 March 2019 – IP PRIORITY 

09:00 – 09:30 Registration and coffee/tea 

 

09:30 – 09:35       Welcome address  

 Lars Thyresson, President of FICPI Sweden  
 Senior Partner, CEO, Attorney at law, Hansson Thyresson AB, Malmö 

  

09:35 – 12:00        Claiming priority on the borders of trademark, design and patents 

Moderator: Louise Jonshammar, Vice-President of FICPI Sweden  

Attorney at law, AWA Sweden AB, Stockholm  

 

09.40 – 10.30        Inga George, IP lawyer and partner of Boesling IP, Germany 
 “Trademarks and Designs: Sidekicks with a different approach on timing”  

Trademark and design protection can complement each other, e.g. when looking at the protection 
of figurative elements, shapes, patterns, or packaging. However, the regimes of trademark and 
design law are based on different concepts: Whereas its “distinctiveness” is crucial for a trademark 
to be eligible for registration, a design must be “new” and endowed with “individual character” to 
enjoy protection. The presentation will demonstrate in which cases it may be worthwhile 
considering design applications either as an “add-on” – or even as an alternative – to trademark 
protection, and in which cases it is not. It will also address the potential pitfalls that must be 
avoided in this respect, and show how the concepts of novelty, grace period and priority interact in 
case a trademark has been filed and the applicant wishes to apply for design protection of (part of) 
that mark. It will also look at the role of unregistered EU designs in this context.  

   

10:30 – 11:30 Robert S. Katz, Attorney, Banner & Witcoff, Ltd, USA  

(with a short break)  “Claiming priority for trademarks and design patents – A US perspective” 
Robert will discuss priority-related issues which that may arise in design patent and trademark 
cases with respect to the USA, and how they contrast with practices in other regions. He will also 
briefly discuss the overlap between design patents and trademarks.    

 

11:30 – 11:50 Joakim Grip, Authorized Patent Attorney (SE) European Design Attorney, 
Hynell Intellectual Property AB 

“Claiming priority for a design versus a patent application - European perspective” 
Differences and challenges when making priority claims in applications for design and patent 
protection for an innovation in Europe. What are the formal requirements for a valid priority claim, 
and some guidelines on how to avoid problems with a priority claim? How does assignment of the 
design application compare to that of a patent application? 

11:50 – 12:00 Questions to the Speakers (Panel)  

 

12:00 – 13.00  Lunch break 
  



                                                                                                    
 

13:00 – 17:00  Claiming priorities - design and patents 

 Moderator: Michael Andersson, Suppl. Board Member of FICPI Sweden,   
 Senior Partner, Authorized Patent Attorney, Zacco, Stockholm 
   

13:05 – 13:25  Robert S. Katz, Attorney, Banner & Witcoff, Ltd, USA  
“Claiming priority for utility patents – A US perspective” 
Robert will discuss priority-related issues which may arise in utility patent cases with respect to the 
USA. He will also give a US perspective on legal protection for subject-matter that may be eligible 
for protection by design patents and/or utility patents.      

 
13:25 – 14:05  Niklas Mattsson, Partner and European Patent Attorney, AWA Sweden 

“Validly claiming patent priority in Europe – and amendments”                                 
Under European practice, the so called ‘disclosure test’ is fundamental to determining the subject-
matter disclosed in a priority document, but how do the right of priority and the issue of support 
for amendments interplay, as it relates to the determination of novelty from a European 
perspective? The fundamental concept of disclosure in a patent application will be reviewed with a 
focus on the situation where a European application claims a generalization of subject-matter 
disclosed in a first application. The questions answered by the Enlarged Board of Appeal decisions 
G2/98 and G1/15 are revisited.” 

14:05 – 14:30  Coffee break  
 

14:30 – 15:15  Tilman Quarch, Lawyer, Directorate Patent Law, EPO, Munich, Germany 
“Claiming priority – An EPO Perspective”  
How has the issue of poisonous divisional applications and conflicting priorities been solved in 
Europe? A review of important decisions following G1/15 on partial priority, and an overview of the 
current EPO case law on priority, including requirements for valid transfer of a priority right. 

 

15:15 – 16:00  Michael Caine, Principle of Davies Collison Cave Pty Ltd, Vice President 
of the Institute of Patent and Trade Mark Attorneys of Australia, and 
Vice President of CET of FICPI 

“Two priority traps– poisonous priority and ineffective transfer of priority rights!”  
An overview of the poisonous priority issue in Europe, Australia, New Zealand, and other countries. 
Michael will discuss factors that give rise to poisonous priority and provide an update on steps 
being taken to address them. While Article 4A(1) of the Paris Convention stipulates that the priority 
right can be enjoyed by the applicant or “his successor in title”, different countries apply different 
approaches to assessing who is entitled to make a priority claim. Michael will discuss steps 
attorneys can take to increase the likelihood that their client’s priority claims will be considered 
valid in multiple jurisdictions. 

 
16:00 – 16:30  Louis-Pierre Gravelle, Partner, ROBIC (Montreal, CA)  

“Claiming priority in Canada/US” 
Are there any priority pitfalls that an international patent applicant should look out for when 
applying for a Canadian patent, or when applying for a US patent? Does Canadian law, or US law, 
provide an applicant with opportunities or advantages relating to priority claims as compared to 
other patent law systems? What is the Canadian view on self-collision and conflicting priorities? Is 
the issue of suicidal priorities relevant in North America? A comment on the requirements on a 
transfer of the priority right under Canadian law, and under US law. 

 
16:30 – 17:00 Panel Discussion on patent priorities 
 

17:00 – 18:00 Mingling with refreshments at the venue, Westmanska Palatset 

Welcome! 



                                                                                                    

Speakers 

 

 

 

  

 

Inga George is an IP lawyer and partner of boesling IP, an intellectual property boutique 
based in Hamburg, Germany. Before joining boesling IP in 2016, she worked many years in 
one of Germany’s leading IP practices.  

Inga’s experience covers all aspects of trademark, design, copyright and unfair competition 
law, in particular national and cross-border litigation, developing and implementing 
worldwide trademark and design protection strategies, portfolio management (including 
trademark clearance, filing, opposition and cancellation proceedings) as well as the 
negotiation of any kinds of contracts related to IP rights, such as licensing and transfer 
agreements.  

Inga regularly publishes on current IP topics and is a co-author of the Hasselblatt (ed.) 
commentaries on the Community Design Regulation and the European Union Trademark 
Regulation (2nd edition, 2018). 

 

Robert S. Katz, a partner in the Washington, D.C. office of intellectual property law firm 
Banner Witcoff, helps the world’s most innovative companies protect themselves in a 
highly competitive marketplace. Both nationally and internationally, he is considered a 
premier practitioner in the field of industrial designs. He has helped procure more than 
6,000 design patents in the United States and more than 18,000 design 
patents/registrations outside of the United States. He has successfully helped enforce 
more than 100 design patents. Mr. Katz is a former U.S. Patent and Trademark Office utility 
patent examiner, and has a mechanical engineering degree from Carnegie-Mellon and a 
J.D. from George Washington University School of Law. He is currently a professor at 
George Washington University Law School, teaching Design Law. A frequent speaker on 
industrial design-related topics, he recently presented at the INTA Designs Conference in 
London and the FICPI Open Forum in Venice. He currently serves as Vice President of 
FICPI’s U.S. Section, and as Chair of INTA’s Designs Committee. 

 

 

MAGE 

Joakim Grip is a Patent Attorney and Design Attorney at Hynell Intellectual Property AB 
since autumn 2018. During his career he has worked as Patent Officer for the Swedish 
Patent Office in the early nineties, in-house Patent Attorney, and Patent Attorney and 
Design Attorney since 1997 in the private practice. Joakim is a Swedish Authorized Patent 
Attorney and Authorized Design Attorney before European Union Intellectual Property 
Office (EUIPO). He is a member of the Association of IP Professionals in Swedish Industry 
(SIPF). 

 

Niklas Mattsson is a European Patent Attorney specializing in life sciences. Niklas has 
extensive experience in drafting and prosecuting patents and providing IP-related business 
advice. Niklas conducts infringement, validity and freedom-to-operate analyses and also 
has expertise in Supplementary Protection Certificates (SPCs) in the EU.  

Niklas works as a technical expert during litigation cases before Swedish courts, handles 
EPO oral proceedings and has been an expert witness on European patent law in US patent 
litigation.  

He is the Swedish representative in epi's Biotech Committee since 2011 and a member of 
AIPPI's Standing Committee on Pharma and Biotechnology since 2016. He has been with 
AWA since 1999. 

 



                                                                                                    
 

 
 

 

 

 

 

 

 

 

  
 

 

 
 

 
 
 
 
 
 
 
 
 
 

Moderators 
 
 

 

Tilman Quarch, Lawyer in Directorate Patent Law, European Patent Office, Munich, 

Germany. Studied law in Freiburg and was trained in Germany and Brazil. He received a 

scholarship from the Max Planck Institute for Innovation and Competition, and worked as a 

research fellow at the Max Planck Institute for Comparative and International Private Law. 

He contributes to the 3rd edition of the Benkard EPC commentary and the forthcoming 8th 

edition of the Singer/Stauder EPC commentary. 

 

 

Michael Caine is responsible for the organic chemistry/pharmaceutical group of Davies 
Collison Cave, where his professional activities include drafting and prosecuting patent 
applications, providing patent infringement and validity advice, conducting patent 
oppositions, providing support in patent litigation matters, filing and prosecuting patent 
term extensions and providing strategic patenting advice. Michael joined Davies Collison 
Cave in 1996 after spending seven years with another large Melbourne patent firm.  
Michael is Vice President of the Institute of Patent and Trade Mark Attorneys of Australia 
(IPTA), where he is also convenor of the Patents Legislation Committee. Michael has been 
the Chair of the International Patents Group (CET-3) of FICPI and is now a vice-President of 
the Work and Study Commission (CET). He has played a leading role in a working group 
which established the FICPI Position on Patent Law Harmonization in June 2018 and is a co-
author of an article on the subject in the most recent issue of epi-Information, March 
2019. 

 Louis-Pierre Gravelle specializes in the drafting and prosecution of patent applications and 
providing patentability, validity, infringement and right to manufacture opinions in the 
fields of electricity, telecommunications, mechanicals and information technology. He is a 
registered patent agent in Canada and in the United States since 1998. In addition to the 
drafting and prosecution of patent applications, Louis-Pierre is involved in due diligence 
matters and in managing patent portfolio. He is also involved in strategic counselling for 
medium and large-sized businesses. He is named since 2012 by Best Lawyers among the 
most remarkable laywers in Montréal in intellectual property. Louis-Pierre is past-chair of 
the Intellectual Property Section of the Canadian Bar Association (CBA) and co-president of 
the Joint Liaison Committee – Patents between the Patent office and the profession. He is 
also a member of the International Association for the Protection of Intellectual Property 
(AIPPI)’s Q222 Standards and Patents Committee and a Councillor for FICPI Canada. 

 

 

Louise Jonshammar is an Attorney at Law with AWA Sweden, specializing in intellectual 
property law, specifically in legal matters pertaining to patent prosecution, European 
Supplementary Protection Certificates, and commercialization of inventions. Louise holds 
an LL.M. from Lund University and a Master's degree in Intellectual Property Rights from 
Malmö University and has 15 years of work experience in IP law, including a long career as 
a lawyer at the patent department of the Swedish Patent and Registration Office. She is 
the author of patent law commentaries and many articles, and is often engaged as a 
speaker. 

 

Michael Andersson is an Authorized Patent Attorney (SE) and a Senior Partner at Zacco. He 
has more than 25 years of experience from working with Intellectual Property Rights as a 
competitive tool for business. He is experienced in IP Management and in the creation of 
patent strategies for creating product uniqueness and profitability for technology 
companies. Michael also works with licensing strategies, as well as drafting and 
prosecuting patent applications relating to software and electronics, automatic control 
engineering, as well as semiconductor technology and analogue circuitry. Michael has a 
Master of Science degree in Electrical Engineering from Chalmers University of Technology. 
He has previous experience from various positions in Sweden and the USA, including 
Software development at Spectra Physics (USA), Contal AB (Sweden) and microelectronics 
development at Ericsson Radio Systems AB (Sweden). 

 

 


